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Office Action Summary 


Application No. 

09/874,195 


Examiner 

James A. Kramer 


Appticant(s) 

CHRISTENSEN ET AL. 


Art Unit 

3627 


The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). • 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)Q This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 1-34 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) IEI Claim(s) 1-34 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on • is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
1 1 )□ The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)0 All b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 


3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attach ment(s) 


1) ^ Notice of References Cited (PTO-892) 

2) EH Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) ED Information Disclosure Statement(s) (PTO-1449) Paper No(s). 


4) □ Interview Summary (PTO-413) Paper No(s). 

5) □ Notice of Informal Patent Application (PTO-1 52) 

6) Q Other: 


U.S. Patent and Trademark Office 
PTO-326 (Rev. 04-01) 


Office Action Summary 


Part of Paper No. 2 
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DETAILED ACTION 


Claim Rejections - 35 USC §101 


35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or any 
new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and requires of this title. 

Claims 1, 3-4 & 6-1 1 are rejected under 35 U.S.C. 101 because the claimed invention is 

directed to non-statutory subject matter. 

The basis of this rejection is set forth in a two-prong test of: 

(1) whether the invention is within the technological arts; and 

(2) whether the invention produces a useful, concrete, and tangible result. 

For a claimed invention to be statutory, the claimed invention must be within the 
technological arts. Mere ideas in the abstract (i.e., abstract idea, law of nature, natural 
phenomena) that do not apply, involve, use, or advance the technological arts fail to promote the 
"progress of science and the useful arts" (i.e., the physical sciences as opposed to social sciences, 
for example) and therefore are found to be non-statutory subject matter. For a process claim, the 
recited process must somehow apply, involve, use, or advance the technological arts. 

In the present case, claim 1 only recites an abstract idea. The recited steps of merely 
developing a list, presenting a list and identifying confirmation of items on list does not apply, 
involve, use, or advance the technological arts since all of the recited steps can be performed in 
the mind of the user or by use of a pencil and paper. These steps only constitute an idea of how 
to return an item. 

Additionally, for a claimed invention to be statutory, the claimed invention must produce 
a useful, concrete, and tangible result. In the present case, the claimed invention produces an 
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efficient method of returning items to a business establishment (i.e., useful and tangible). 
Although the recited process produces a useful, concrete, and tangible result, since the claimed 
invention, as a whole, is not within the technological arts as explained above, the recited claims 
are deemed to be directed to non-statutory subject matter. 

Examiner suggests amending claim 1, to include the limitations of claim 12. 

Claim Rejections - 35 USC § 102 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AIPA 
35 U.S.C. 102(e)). 

Claims 1-34 are rejected under 35 U.S.C. 102(e) as being anticipated by U.S. Patent 
number 6,085,172 to Junger (hereinafter Junger). 

Junger teaches a method and apparatus for product return transactions that includes a 
return approval computer system utilizes product identifying information to determine whether a 
returned product satisfies applicable return criteria (column 2; lines 47-49). Junger further 
teaches a return approval location providing a list of approved returns and unapproved returns 
along with a return authorization or confirmation (column 2; lines 54-56). Junger teaches input 
devices and computing devices connected via the Internet (column 5; lines 9-12). 
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Junger teaches return criteria that includes temporal, usage or a dynamic rule that a 
business value condition must be satisfied (column 7; lines 7-14). Junger further teaches 
determining if one of the items needs to be physically returned and if not saving the cost of 
shipping by not returning the product (column 7; lines 13-17). 

Junger teaches a data storage unit that stores data associated with the purchased items. In 
particular data is saved in regards to product identification, purchase location, date of return and 
quantity purchased. Junger teaches not only having this data available for mining but also 
mining the data in order to determine if a proper return is being made (column 6; lines 47-57). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James A. Kramer whose telephone number is (703) 305-5241 . 
The examiner can normally be reached on Monday - Friday (8AM - 5PM). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Chilcot can be reached on (703) 305-4716. The fax phone numbers for the 
organization where this application or proceeding is assigned are (703) 308-3687 for regular 
communications and (703) 872-9327 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 



Primary Examiner 


